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SECTION II: REMARKS 



The currently pending claims, as amended in the Amendment dated 
11-20-2006, are reproduced in Section I for reference only* No 
changes, other than those changes made in the 11-20-2006 
Amendment, have been made to the claims, and no claim changes 
are made with this Amendment- 

In a first Office Action mailed 8/24/2006, claims 1, 3-5, 7-11, 
13-15 and 17-21 were rejected under 35 USC 102(e) as being 
unpatentable over Keely et al (U.S. Patent 6,891,551 B2 , herein 
referred to as "Keely") and claims 2, 6, 12 and 16 were rejected 
under 35 USC 103(a) as being unpatentable over Keely in view of 
Carroll et al (U.S. Patent Application Publication 2003/0103082 
Al, herein referred to as "Carroll"). 

In an /onendment dated 11-20-2006, applicant amended the 
independent claims 1, 11 and 21, and cancelled claims 7 and 17 
without prejudice, without waiving any of applicant's rights to 
argue applicant's originally presented claims in a subsequent 
appeal or other proceeding, including but not limited to one or 
more continuation or divisional applications - 

In response to applicant's amendment dated 11-20-2006, the 
second and most recent Office Action was mailed 2-23-2007. In 
the second Office Action, in response to the applicant's 
amendment dated 11-20-2006, the Examiner agreed with the 
applicant with regard to the 35 USC 102(e) rejection of claims 
1, 3-5, 7-11, 13-15 and 17-21 and those rejections were 
withdrawn. Nevertheless, after having withdrawn the rejection of 
claims 1, 3-5, 7-11, 13-15 and 17-21 in paragraph #3 of the 
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Second Office Action as stated above, the Examiner again asserts 
the rejection of those very same claims on the very same basis 
in paragraph #8 of the very same Second Office Action. Applicant 
is confused and hereby requests clarification. For the purpose 
of the present amendment, applicant is assuming that the 
inclusion of paragraph #8 of the Second Office Action was 
inadvertent and that paragraph #8 of the Second Office Action 
should be withdrawn. 

Similarly, in response to the applicant's amendment dated 11-20- 
2006, the Examiner agreed with the applicant with regard to the 
35 use 103(a) rejection of claims 6 and 16, and those rejections 
were withdrawn. 

The earlier rejection of claims 2 and 12 in the First Office 
Action was not withdrawn and is continued. 

In the Second Office Action mailed 2-23-2007, claims 1-6, 8-16 
and 18-21 were rejected under 35 USC 103(a) as being 
unpatentable over Keely, claims 2 and 12 were rejected under 35 
USC 103(a) as being unpatentable over Keely in view of Carroll, 
and claims 6 and 16 were rejected under 35 USC 103(a) over Keely 
in view of the newly cited reference to Nakayama (U.S. 
5,737,618, herein referred to as "Nakayama"). 

The above noted rejections are respectfully traversed. However, 
in order to further the prosecution of the present application, 
and without waiving any of applicant's rights to argue the 
allowability of the originally presented claims in a subsequent 
appeal or other proceeding, including but not limited to one or 
more continuation or divisional applications, applicant is 
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herein requesting reconsideration of the rejection of claims 1- 
6, 8-16 and 18-21 under 35 USC 103(a) over Keely in view of the 
arguments herein presented. 

By this amendment, applicant is not conceding that any cancelled 
or withdrawn claims are not patentable over the art cited by the 
Examiner, as the amendments and cancellations of record are made 
only for facilitating expeditious prosecution of clearly 
allowable subject matter. Applicant hereby respectfully reserves 
the right to pursue the originally presented claims as well as 
the cancelled and/or withdrawn claims, and other claims, in one 
or more continuation and/or divisional patent applications. 

More specifically, with regard to the current rejection of 
claims 1-6, 8-16 and 18-21 under 35 USC 103(a) over Keely, it is 
noted that the only independent claims 1, 11 and 21 (and 
therefore all of the remaining dependent claims which depend 
from and include all of the limitations of one of the 
independent claims as well as the further specific limitations 
of the individual dependent claims) had previously been amended 
to recite that "at least one of said endpoint markers is 
displayed as a semi-transparent marker overlaying displayed 
content to enable a semi-transparent view of said displayed 
content as viewed through said one of said endpoint markers ** 
(emphasis added) . As noted in the earlier amendment, this semi- 
transparent marker feature is disclosed in original claims 7 and 
17 as well as on page 7, lines 2-5 and also on page 8, lines 12- 
14 of the specification. The point of the semi-transparent 
marker feature is to enable a user to view text which might 
otherwise be obscured by a marker. None of the references shows 
or even suggests this feature. In Keely, Figures 6A and 6B, the 
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markers 602a and 602b are solid markers, and ±n fact, marker 
602a as shown In Keely acbually obscures the let-ter "r" of -the 
preceding word "for" In his own drawing. In column 5, beginning 
on line 36, Keely discusses that the " body " (not the markers) 
may be translucent or transparent, this notwithstanding the 
obscuration of text by his markers 602a and 602b- Clearly Keely 
does not even recognize the problem of the marker obscuration 
much less disclose or suggest transparent markers as is claimed 
by the applicant, even though the problem Is apparent in his 
drawings. Here, the difference between the "markers" and the 
"block" or "body" of text being highlighted, is stressed. It is 
clear that Keely does not see the problem of marker obscuration 
much less disclose or suggest a solution even though he is 
looking directly at the problem in his Figure 6A and Figure 6B. 
Thus, it is submitted that independent claims 1, 11 and 21 
cannot be obvious under 35 USC 103(a) over Keely since Keely, 
one of more than ordinary skill in the art, nowhere even 
recognizes the problem of marker obscuration much less discloses 
a solution- Instead, Keely is content with "selection handles" 
which actually obscure displayed content that is not "blocked" 
per SB. Thus Keely actually teaches away from the present 
invention rather than suggesting or rendering obvious the 
present invention. Although Keely is aware of the technique of 
translucency in blocking selected text, he simply does not 
teach, disclose or even suggest the use of translucent 
"selection handles". It is submitted that claims which are 
composed of several elements cannot be proved obvious merely by 
demonstrating that each element is known in the art- In fact, 
Keely apparently teaches and requires solid or Gpac[ue selection 
handles outside of selected text for the sake of enabling a user 
to easily find the handles on a display screen, and is not 



Page 10 of 12 



PAGE 11/13 - RCVD AT 5/7/2007 3:12:53 PM [Eastern Daylight Time] * SVR:USPTO-EFXRP-B/1S - DNI8:2738300 * CSID:Fax * DURATION (mm-ss):0S-48 



5/7/2007 2:13 PM FROM: Fax Robert V. Wilder, Attorney at Lav TO: 15712738300 PAGE; 012 OF 013 



ATTORNEY DOCKET: AUS920030710US1 PATENT 

concerned wlt:h text: that: is obscured by the handles. For the 

reasons stated above, it is submitted that independent claims 1, 
11 and 21, as well as all of the remaining dependent claims 
which ultimately depend from one of the independent claims, are 
allowable under 35 USC 103(a) over Keely. 

Further, with regard to the rejection of claims 2 and 12 under 
35 USC 103(a) over Keely in view of Carroll, it is noted that 
Carroll also does not disclose or even suggest the transparent' 
marker feature, and, in fact, Carroll does not even disclose 
markers at all since he refers to block 104 as a "cursor" which 
is moved by keystrokes 116. Carroll does not even have block 
"markers" much less disclose a solution (transparent markers) 
for a problem he does not even recognize. 

Nakayama was cited against claims 6 and 16 which recite that the 
marker is a bracket symbol . It is noted that Nakayama, like 
Keely, discloses nothing even suggesting transparent block 
markers as that feature is included in claims 6 and 16 through 
dependence from claims 1 and 11, respectively. Thus, claims 6 
and 16 are submitted to be allowable over the Kee ly/Nakayama 
combination since neither reference teaches, discloses or even 
suggests the transparent marker or handle feature as included in 
claims 6 and 16 through dependence from claims 1 and 11, 
respectively. Thus it is submitted' that claims 6 and 16 are 
allowable under 35 USC 103(a) over Keely even in view of 
Nakayama. 

The similarity of various pieces and parts of the references as 
noted on pages 2-14 of the above-identified Office Action have 
been noted but it is believed that there is no disclosure or 
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even suggestion in any of the references for the transparent 
marker feature now included in all of the claims, and further 
there is no suggestion or nexus among the references to even 
suggest any combination of those references much less the total 
combination of elements and relationships as recited in the 
claims as herein amended. Thus, for the reasons stated above, it 
is submitted that claims 1-6, 8-16 and 18-21 are allowable over 
Keely under 35 USC 103(a), and claims 2 and 12 are allowable 
under 35 USC 103(a) over Keely in view of Carroll, and claims 6 
and 16 are allowable under 35 USC 103(a) over Keely in view of 
the newly cited reference to Nakayama. 

Therefore, as herein presented, claims 1-6, 8-16 and 18-21 are 
believed to be in condition for allowance, an early notice of 
which is hereby requested. If any outstanding issues remain, or 
if the Examiner has any further suggestions for expediting the 
allowance of this application, and especially if one or more new 
references are cited, the Examiner is invited to contact the 
undersigned at the telephone number indicated below, prior to 
the issuance of another Office Action, in order to allow the 
applicant the opportunity to further amend the claims by 
Supplemental Amendment or Examiner's Amendment, as may be 
appropriate, to place the claims in condition for allowance. The 
Examiner's attention to this matter is greatly appreciated. 

Respectfully submitted, 

Robert V. Wilder (Tel: 512-24 6-8555) 
Registration No. 26,352 
Attorney for Applicants 
4 235 Kingsburg Drive 
Round Rock, Texas 78681 
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